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DETAILED ACTION 

1 . This final action is in response to the amendment filed on: 09/1 0/09. 

2. Claims 1, 3, 4, 8, 11-14, 17-20, and 22-24 are cancelled. Claims 2, 5, 6, 7, 9, 10, 
15, and 21 are amended. Claims 27-29 are new. Claims 2, 5-7, 9, 10, 15, 16, 21, 25-29 
are pending. 

3. Claims 9, 10, 15, and 16 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Keely et al. 

4. Claims 2, 5, 6, 7, 25-29 are newly rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Hardock et al. 

Allowable Subject Matter 

5. Claim 21 is allowed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 9, 10, 15, and 16 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Keely et al (US Application: US 2002/0049787, published: Apr. 25, 2002, 
filed: Dec. 29, 2000). 
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With regards to claim 9, Keely et al teaches a method of displaying clips comprising the 
steps of: 

receiving at least two display regions of a document, each display region having a set of 
an annotation and related content, the at least two display regions being extracted from 
non-contiguous portions ofthe document or portions of different documents (Figure 13, 
paragraphs 0090-0098: whereas a plurality of sets of annotations can be received. 
Additionally specific anchor/region ofthe document is received/saved along with its 
related annotation and related context data. This display anchor/ region data ( having 
associated annotation and related context data) can be used to display using annotation 
retrieval/filter criteria, annotation(s) with their related context data); 
combining said at least two display regions to form a combination consisting of non- 
contiguous portions ofthe document or portions of different documents or both; filtering 
said combination of said at least two display regions (paragraph 0015, 0016, 0075, and 
0078, Figure 9: whereas, display anchor/region data is used to produce/combine clips 
comprising annotations that are filtered per user input, and the clips can comprise a 
combination of two or more filtered annotations); 

Rendering an image having said clips, wherein at least one of said clips is a clip having 
the filtered combination of said at least two display regions; and displaying the clips 
including the at least one clip having the filtered combination of said at least two display 
regions (paragraph 0078, Figure 9: whereas, the image ofthe clips of data are 
rendered, such that the clips are displayed). 
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With regards to claim 10, which depends on claim 9, Keely et al teaches further 
comprising the step of: storing said clip as said combination of said at least two display 
regions (Figure 8A, Figure 8B: whereas storage is implemented). 

With regards to claim 15, Keely et al teaches a computer-readable medium having a 
program stored thereon, said program for displaying clips and comprising the steps of: 
receiving at least two display regions of a document, each display region having a set 
of an annotation (Figure 13, paragraphs 0090-0098: whereas a plurality of sets of 
annotations can be received. Additionally specific anchor/region of the document is 
received/saved along with its related annotation and related context data. This display 
anchor /region data (having associated annotation and related context data) can be used 
to display using annotation retrieval/filter criteria, annotation(s) with their related context 
data) and related content, the at least two display regions being extracted from non- 
contiguous portions of the document or portions of different documents (); 
combining said at least two display regions to form a combination consisting of non- 
contiguous portions of the document or portions of different documents or both; filtering 
said combination of said at least two display regions (paragraph 0015, 0016, 0075, and 
0078, Figure 9: whereas, display anchor/region data is used to produce/combine clips 
comprising annotations that are filtered per user input, and the clips can comprise a 
combination of two or more filtered annotations); and rendering an image having said 
clips, wherein at least one of said clips is a clip having the filtered combination of said at 
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least tow display regions; and displaying the clips including the at least one clip having 
the filtered combination of said at least two display regions (paragraph 0078, Figure 9: 
whereas, the image of the clips of data are rendered, such that the clips are displayed). 

With regards to claim 16, which depends on claim 15, Keely et al teaches further 
comprising the step of: storing said combination of said at least two sets (Figure 8A, 
Figure 8B: whereas storage is implemented). 

7. Claims 2, 5, 6, 7, and 25-29 are newly rejected under 35 U.S.C. 102(b) as being 
anticipated by Hardock et al ("A Marking Based Interface for Collaborative Writing", 
published: November 5, 1993, publisher: ACM). 

With regards to claim 27, Hardock et al teaches a method of displaying clips comprising 
the steps of: 

Receiving data regarding an annotation which is associated with an active 
content displayed in a user interface during a current access session, the active content 
changes between a previous access session and the current access session (page 260, 
right column: whereas, received marked up annotations are displayed in a left window 
and the annotations annotate a document, which is active. The active document being 
shown in a right window); 

Storing the annotation together with a static image of the active content as 
displayed in the current access session (Figure 4: whereas, the annotation is stored and 
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shown in a static image in a left window. The static image, is a static image of an active 
document); 

Storing a link to the active content that was displayed in the user interface at the 
time of the current access session (Figure 4: whereas, active content/current state of 
the annotated document is retrieved/linked, such that is the retrieved data is shown in a 
right window); 

Rendering an image having clips, wherein at least one of said clips is a clip 
having the stored annotation and static image of the active content (Figure 4: whereas 
the clips has a stored annotation and stored static image of the document); and 

Displaying the rendered clips, wherein selection of said annotation in said at least 
one clip accesses the active content via the stored link (Figure 4, page 260, right 
column: whereas, a user can point to an annotation in the left view, and the active 
document is linked for retrieval and displayed in a right window). 

With regards to claim 28, for a computer-readable medium having a program stored 
thereon, the program performing a method similar to the method performed by claim 27, 
is rejected under similar rationale. 

With regards to claim 29, for a system, which performs a method similar to the method 
performed by claim 27, is rejected under similar rationale. 
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With regards to claim 2, which depends on claim 29, Hardock et al teaches wherein said 
at least one of said clips includes additional content (Figure 4: whereas a clip is shown 
having additional content, the additional content can be the text/context data, or 
additional annotations from other authors/collaborators (page 265, left column)). 

With regards to claim 5, which depends on claim 29, Hardock et al teaches further 
comprising: a storage storing said annotation and an image of the first content 
associated with the annotation (page 260, right column, whereas annotations are 
returned/saved at primary author's computer). 

With regards to claim 6, which depends on claim 29, Hardock et al teaches further 
comprising: a storage storing said annotations and a link to said content (Figure 4: 
whereas, a link to the active content document, is used to display a document in the 
right window). 

With regards to claim 7, which depends on claim 29, Hardock et al teaches further 
comprising: a storage storing said annotation and an active image of the first content 
associated with the annotation, wherein the first content changes over time (page 260, 
right column, Figure 4: whereas, the first content within a document can change over 
time when changes/revisions are acted upon). 
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With regards to claim 25, which depends on claim 6, Keely et al teaches wherein said 
annotations are from different documents (Figure 6: whereas annotations can be 
located on different pages/documents). 

With regards to claim 26, which depends on claim 25, Keely et al teaches wherein said 
documents are from different application programs (Figure 1 , page 262, right column: 
whereas documents can be retrieved from different computers, in a distributed 
environment). 

Response to Arguments 

8. Applicant's arguments filed 09/1 0/09 have been fully considered but they are not 
persuasive. 

9. The applicant first argues with respect to claims 9 and 15, that "unlike, Keely's 
listing of annotations, as in Fig. 9, the claimed invention works with display regions of a 
document(s) having an annotation and related content, combines display regions, filters, 
the display regions, and renders an image including a clip having the filtered 
combination of display regions (e.g., steps shown in Figs 7 and 8). 

However the examiner respectfully disagrees, and points out that Keely's annotations 
are marked on a displayed document, and a specific anchor/region of the document is 
received/saved along with its related annotation and related context data (paragraphs 
0090-0098). This display anchor/ region data ( having associated annotation and related 
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context data) can be used to display using annotation retrieval/filter criteria, 
annotation(s) with their related context data (paragraph 0078, Figure 9). 

The examiner notes that the applicant appears to be arguing/implying that the display 
region, is an image region within the image of the document that encompasses the 
annotation and related context data. Should this be what the applicant is requiring, the 
examiner emphasizes that this should be clarified in the claim language to expedite the 
prosecution of the application. 

1 0. The applicant argues with respect to claims 27 and 28, the applicant argues that 
"unlike Keely, the claimed invention stores a link to the active content, and an image 
having clips, where one of the clips has the annotation and a static image of the active 
content is rendered and displayed. The stored link enables access to the active content 
by selection of the annotation clip. 

The examiner respectfully directs the applicant's attention to new grounds of rejection 
explained above, for how Hardock et al teaches the applicant's new claim limitations. 

1 1 . The applicant argues with respect to 29, that it is allowable, for reasons similar to 
the arguments for claim 27. However, the examiner respectfully disagrees, and 
respectfully directs the applicant's attention to new grounds of rejection explained 
above, for how Hardock et al teaches the applicant's new claim limitations. 
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Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILSON TSUI whose telephone number is (571)272- 
7596. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Stephen S. Hong/ 

Supervisory Patent Examiner, Art 

Unit 2178 

/Wilson Tsui/ 
Patent Examiner 
Art Unit: 2178 
December 03, 2009 



